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1. Claims 12 to 34 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claim 12, the language "comprising introducing a compatibilizer into the 

preparation mixture: after contacting of at least part of the silicone oil ; or after this 

POS/filler contacting" is confusing. It appears that this claim requires that the compati- 
bilizer to added to the mixture after the oil and at least some filler are mixed and that the 
final line of the claim is merely redundant, but clarification is required. 

For claim 14, the difference between the first compatibilizer and at least one 
processing aid is unclear. It appears from the definition of the processing aid that this 
can be the same thing as a compatibilizer. This is true particularly since claim 13 limits 
the compatabilizer to silazane compounds and claim 15 indicates that the processing 
aid can be a silazane. 

For claim 15, reference to "the processing aid" lacks antecedent basis. 

For claim 17, note the confusion regarding the language in claim 12, as it applies 
to this claim as well. 

Also since the suspension (A) includes POS fluids of the type (I) and optionally 
POS fluids of type (II), it is unclear if the POS fluids in (B) and (C) are the same ones 
mixed in (A) or are in addition to those found in (A). 

Finally for claim 17, reference to "the particulate filler" on the top of page 5 of the 
amended claims lacks antecedent basis. 

In claim 18, reference to the catalyst D is improper since claim 17 refers to the 
catalyst as component E. 

2. The disclosure is objected to because of the following informalities: the 
specification should be amended to reflect the continuing status of this application as 
well as the status of the parent applications. 

Appropriate correction is required. 



Application/Control Number: 10/678,223 Page 3 

Art Unit: 1712 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 12 to 34 are rejected under 35 U.S.C. 102(b) as being anticipated by Le 
Blanc et al. 

Le Blanc et al. teach a method of extruding silicone dough suited fro SiH/SiVi 
curing (i.e. the same cure system as in the instant claims). The four main components, 
silicone oil, water, silica and hexamethyldisilazane (herein HMDZ) are added in different 
zones along the extruder, with silicone oil being added the furthest "upstream", followed 
by water, silica and then HMDZ, the latter added the further "downstream". See column 
3, lines 45 and on. This means that the silicone oil with first come into contact with 
water and silica followed by contact with HMDZ, which meets the compatabilizer in the 
claims, including the requirement of claim 1 3. As taught on the top of column 4, HMDZ 
can be added in two separate points designated HMDZ1 and HMDZ2. 35 to 70 wt% of 
the HMDZ is added as HMDZ1 and this corresponds to the claimed requirement of add- 
ing "in a first step" at most 8% compatabilizer with respect to the total filler. 

For instance, attention is directed to Example 2. The amount of each of the four 
components falls within the ranges of claim 13. This does not show using at most 8% 
HMDZ per total filler. However, as noted on column 4 and in claim 5 of Le Blanc, 35% 
of the HMDZ can be added in this first step which corresponds to an amount of HMDZ 
that is less than 8 wt% based on the total silica. On the other hand, upon reading the 
teachings on column 4 of the amounts of each component taken in consideration with 
the specific disclosure of a first addition step of 35 wt%, this also corresponds to an 
amount of less than 8 wt% (35% of 3 parts HMDZ falls well within the range of less than 
8 wt% of 20 to 80 parts silica). 

Thus though the working examples do not show an example that meets the 
claimed weight requirement and Le Blanc does not specifically teach this requirement, 
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the amounts of each component taught by Le Blanc fall within this range such that the 
teachings in Le Blanc et al. anticipate the instant claims. 

For claims 16 and 31 to 34, see column 3, lines 5 to 8 and line 64. Also note the 
silica particle size on column 3, line 25. For claims 17 and 18, note the teachings on the 
bottom of column 4. For claims 27 and 28, note that none of these components are 
actually required to be present in the claims. 

5. Claims 12 to 34 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Fujiki et al. 

Fujiki et al. teach a process for preparing a liquid silicone composition. Particular 
attention is drawn to Examples 1 to 4 starting on the bottom of column 10. Note that a 
siloxane meeting the requirements of claims 20 and 29 to 32 is mixed with a silica 
powder meeting the specific surface area requirement of claim 16. This is followed by 
further addition of hexamethyldisilazane. In this manner the examples meets the 
claimed requirement of introducing a compatabilizer after contacting the silicone oil and 
filler. This example differs from the claim in that it uses more than 8 % compatabilizer 
per total filler. 

The total amounts of each component are found on column 2. As can be seen 
patentees specifically disclose levels of filler and silazane that meet the less than 8 % 
requirement. For instance the specifically disclosed (and thus anticipated) upper 
amount of filler and the specifically disclosed (and thus anticipated) lower amount of 
silazane corresponds to an amount of 1 wt% silazane. Thus, though the process used 
in the working examples does not anticipate the claims, this taken in combination with 
the totality of that taught by Fujiki et al. fully meets each of the claimed requirements. 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Margaret G. Moore whose telephone number is 571- 
272-1090. The examiner can normally be reached on Monday to Wednesday and 
Friday, 10am to 4pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on (571) 272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). /A i /KA 
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2/9/06 



